
Which types of patent applications take the longest for your 

firm to draft? When I was working in a legal practice as an  

operations leader, we definitely wanted to know.  

Most practice teams have a “gut feeling” — but quantifying  

it is another matter. As competition intensifies, clients have 

become more price-sensitive and selective in allocating IP 

prosecution work to outside counsel.  

Understanding exactly how to price the services you provide 

has become critical. While individual lawyers may feel pres-

sured into going in with the lowest bid, this is unsustainable 

over the long term if your firm is consistently losing money. 

A strategy of tiered pricing allows you to secure more  

budget for patent applications that are more complex,  

time-consuming, and require more input from specialist  

lawyers, while charging less for more standard patent  

applications that are more routine and take less time. 
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Having benchmarks of pricing for similar patent 

applications by technology class means you  

can quote fixed fees with confidence.  

It may make intuitive sense that patent  

applications for biochemical devices tend to  

be more complicated than patent applications  

for mechanical mousetraps, but having the  

underlying data to inform pricing means  

that you're less likely to underestimate costs. 

Not only does it put your firm on track for  

improved profitability, it also can mean better  

utilization of your existing resources, and a  

better client experience as well. 

To do the analysis of which types of patent  

applications require the most work and  

specialized skills, you need:  

 Accurate data on how your lawyers and  

billable staff are spending their time; 

 Accurate classification of your data, so  

you can run meaningful comparisons. 

 

 

 

 

 

Step 1: 

Accounting for all the time 

Many firms aren’t set up to capture an accurate 

and truly complete picture of costs. Often, there 

are secretaries and other non-attorneys who  

aren’t recording time.  

There are also administrative tasks such as  

reporting letters where firms often don’t bother 

with all the task codes.  

The result is that when you do try to run the  

analysis of how much it costs your firm to draft 

different types of patent applications, the result  

is skewed because you only see what the attorneys 

and paralegals billed. And even then, the attorneys 

and paralegals themselves may be under billing. 

http://www.auroranorth.com


www.auroranorth.com 3 

At many law firms, senior patent secretaries who 

have the same skillset as paralegals are routinely 

given IP prosecution work, but typically don’t bill 

their time.  

This could turn out to be a major source of 

“leakage” for your firm, in terms of unrecorded 

time which clients are not paying for.  

However, it’s often hard to quantify the extent of 

the leakage, and how you are under- or over  

utilizing various resources. 

So, a first and necessary step may be to scope the 

extent of the underreporting. Firms often ask us to 

conduct IP Prosecution Assessments in which we 

look at your processes as a whole — interviewing 

all your key stakeholders — to identify how they 

are working in practice.  

One of the key areas we examine is whether your 

team is organized as effectively as it could be.  

As part of the assessment, we’ll discuss various  

options for your firm to track everyone’s time.  

Some firms have introduced task codes for “total” 

time recording, including non-billable hours, for 

the whole firm. Introducing more detailed task 

codes and phase codes may also help you get  

a more realistic, differentiated picture of where 

everyone’s time is going.  

If your firm finds that legal assistants are taking 

over work that should be performed by paralegals,  

and that it is taking time away from their core  

responsibilities, you’ll be able to stop the billable 

leakage.  

Or, your firm might take the opportunity to  

rethink certain positions.  

Many IP legal practices have started to take their 

most senior legal assistants and provided them 

with opportunities for training, certification, and 

promotion as paralegals; or defined new roles for 

them based on all the value they bring to client 

matters and to client care.  

Either way, it stops your employees from being 

overstretched and taking on work they aren’t  

necessarily being recognized for. 
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Step 2: 

Classifying IP prosecution tasks 

by subject matter 

If you already have a handle on where everyone’s 

time is going, you need a way to classify different 

types of patent applications.  

The good news is, there is a straightforward way  

to do this — and you probably already have more 

data than you think. Why? Because every patent 

application your firm has ever filed with the USPTO 

has, by definition, already been assigned a class. 

Since the USPTO has already classified your clients’ 

existing portfolios, your firm can utilize that data to 

inform other decisions. 

How do you use those classifications to analyze 

and suggest pricing? At Aurora North, we are  

engaging with clients interested in using machine 

learning (ML) to analyze their past patent applica-

tions and establish a baseline of how long they 

take to prepare for different types of inventions, 

organizing the data by subject matter classification.  

For any new patent applications, machine learning 

can be used to help do an initial classification of 

the subject matter based on natural language  

processing of the initial text.  

 

 

So when your client gives you a new invention  

disclosure, you can quickly determine which  

classification it will end up in. Let’s say the  

initial text determines that the class will be  

semiconductor devices, for example.  

Our tools help you call up a list of all closely  

related matters firm-wide, which not only helps 

you identify possible conflicts, but also provides  

a point of analysis for determining the average 

cost for applications in that classification. 

And you can be confident in setting expectations 

for how much that work will cost your client, 

armed with realistic numbers for that particular 

classification.  

Not only will pricing be more accurate, the client 

will also be less frustrated when it turns out that  

a complex biotechnology patent application ends 

up requiring more input from expert lawyers and 

hence takes more time than the average patent 

application. 
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(And it doesn’t have to be a complicated  

discussion. For example, some firms build in  

standard pricing in tiers so they can easily  

tell clients which tier each matter falls into.) 

In the long run, you’ll be helping your clients — 

not only from the point of view of short-term 

budgeting — but also strategically. If clients fully 

understand the trade-offs, they’ll be able to make 

better decisions in weighing how to best spend 

their budget across their entire IP portfolio. 

Closer to home, you’ll be in a better position  

to make sure that your employees are not over-

stretched, and that they are recognized for the 

work that they do.  

With a better understanding of who is working  

on which parts of IP prosecution work coming  

into your firm, and how long it is taking, you can 

also identify ways to do things more efficiently  

in the future — whether it’s automating certain 

steps, or outsourcing others.  

It will also help you set up your long-time  

employees for success, improve their work-life  

balance, and provide them with a development 

path they find rewarding — no small feat in  

today’s hiring market. 

 

What’s Next? 

If you’re interested in exploring the different ways 

in which the analysis of subject matter classifica-

tions could better inform pricing, resource alloca-

tion, and organizational management within your 

IP practice, please contact Aurora North. 

Our IP Consulting team can conduct our standard 

IP Operations Assessment, learning what we can 

from your existing data and from interviewing your 

team. Our interviews and analysis are designed to 

assess your processes, internal culture, and organi-

zational structure, and identify potential ways to 

improve overall efficiency, risk mitigation, and val-

ue creation for clients. 

When we present our findings to your manage-

ment team, we’ll discuss our recommendations  

on how best to streamline pricing and resource 

allocation for your IP prosecution practice.  

We’ll also work with you on developing a roadmap 

for change management and share best practices 

and lessons learned from working with other lead-

ing IP legal practices. Our primary concern is mak-

ing sure that you adopt a plan of action that is 

right for your law firm and achieves the objectives 

that are most important to you. 

I’m happy to connect with you informally to  

start the discussion, so please do get in touch! ▲ 
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